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DETAILED ACTION 

Receipt is acknowledged of the information disclosure statement filed 
12/02/2003. A preliminary amendment was filed on 03/12/2004. 

The claims of copending 10/215,390 were unavailable for review at the 
time of this examination. Applicant is requested to furnish a copy of these claims 
in order to review possible double patenting issues. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 

claiming the subject matter which the applicant regards as his invention. 

Claims 5-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 5-6 indefinite in that they fail to fully set out the “predetermined 
volume” of the photopolymerizable material. It is suggested that applicants set 
out the purpose of this “predetermined volume” in terms of functional language 
(therapeutic purpose) in order to particularly point out what is encompassed by 
the term. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
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USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

Claims 1-4, 9, 18, 19, and 21 rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 14-16 of 
U.S. Patent No. 6,468,520 (US’520). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because US’520 claims 
a method for treating a targeted region comprising applying an initially fluent pre- 
polymeric material to mammalian tissue, applying a second material to the first in 
order to chemically initiate polymerization to a polymeric non-fluent material. At 
least a portion of the targeted region is covered (see claim 14 of US’520). 
Polymerization occurs due to the reaction of one or more reactive groups 
selected from acrylates, diacrylates, oligoacrylates, methacrylates, 
ddimethacrylates, oligomethacrylates, isocyanates, isothiocyanates and amines 
(see claim 1 5 of US’520). Both materials are sprayed onto said mammalian 
tissue (see claim 16 of US’520). Those of ordinary skill would have therefore 
expected similar therapeutic results form the instantly claimed method given the 
claims of US’520 given that both claim chemically reactive prepolymeric 
materials for use in tissue coatings or filling. The instant claims would have been 
obvious to the ordinary practitioner given the claims of US’520. 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 

public use or on sale in this country, more than one year prior to the date of application for patent in 

the United States. 

Claims 29-31 , 38, 43,44, 46-48 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Jishi-Shika Kougyou K.K. 

Jishi-Shika Kougyou K.K. disclose an apparatus having an applicator 
which has a proximal and distal end, the distal end having a fluent emission 
element constructed and arranged to emit a mixture of a gas and a prepolymeric 
material from a source of pressurized gas and a source of prepolymeric material 
(see Drawings). The apparatus has a nozzle for dispersing said prepolymeric 
material in a spray by mechanical or automatic means (see pump in drawing). 

The device has a grippable member and a shaft extending from this grippable 
member. Part of the shaft is non-rigid. The apparatus is used to apply 
photopolymerizable materials to mammalian tissues. The instant claims are 
anticipated by Jishi-Shika Kougyou K.K. 

Claims 7, 8, 10-17, 22-28, 32-37, 39-42, 45, 49, and 50 are objected to as 
dependent upon a rejected base claim. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Carlos A. Azpuru whose telephone number is 
(571 ) 272-0588. The examiner can normally be reached on Tu-Fri, 6:30 am - 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner’s supervisor, Thurman K Page can be reached on (571) 272-0602. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




GROUP 1500 




